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Essential Derivation and Dependence 

Practical Infotmation 



WHY THE CONCEPT OF ESSENTIAL DERIVATION? 

The 1978 Act of the UPOV convention (International Union for ^"W^J.^ 
Varieties of Plants) states that "the authorization by the breeder shall riot be required 
either for the utilisation of the [his protected] variety as an initial source of variation for 
the purpose of creating other varieties or for the marketing of such varieties . 

That principle, known as the "breeder's exemption", is essential for continued progress 
from plant breeding. 

However, its implementation has progressively led to some abuses, diie tothe 
difficulties involved with assessment of distinctness, based on the text;of the Convention 
(1978) which indicates that, for the basis of a title of protection, "the [new] variety must 
be clearly distinguishable by one or more Important characteristics from any other 
variety whose existence is a matter of common knowledge 

Sometimes, Cosmetic modifications " were enough for protecting a new variety. That 
was particularly true in the case of mutation of ornamental or fruit plants and of 
"conversion" by repeated back crossing of par ental lines of hybrid varietie s^ 

In order to improve the situation, in the early 1980's, a debate began on how to improve 
the system, trying to define "minimum distances" per species, but no consensus was _ 
reached. The development of genetic engineering, opened new possibilities for piracy 
of varieties and sped up the revision process of the Convention whicni in the Act 
adopted in 1991 , has introduced with the full agreement of breeders' associations, the 
concept of essential derivation, That concept of essential derivation has two aspects: 

I a technical one: the question whether or not a plant varfetyi is to be 

considered as a variety essentially derived from an initial variety; 
« a juridical one: dependence, meaning that no protected acts as defined by 
the 1991 Act of the UPOV Convention {production, marketing ...) related to 
the essentially derived variety shall be carried out without tfie authorization of 
the owner of tne protected initial variety- 

i 

DEFINITION OP AN ESSENTIALLY DERIVED VARIETY 

r ' 

The 1 991 Act of the UPOV Convention states that "a variety shaJt be deemed to be 
essentially derived from another variety (the initial variety) when: 

L it Is predominantly derived from the initial variety, or from a 
variety that is itserf predominantly derived from the initial variety, 
while retaining the expression of the essential characteristics that 
result from the genotype or combination of genotypes of the initial 

' ' APPENDIX 2 

j 

http://www.wortd3ced.org/Position_papcrs/deiive.htni 
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variety: 



It. it is clearly distinguishable from the initial variety end 

iii except for trie differences which result from the id i *Mjjaton. 
it conforms to the initial variety in the exP resS,on fl h f^? 
SSs that result from the genotype or comb.nat.on of 
genotypes of the initial variety. 



http://www.WOr ldsccdorg/P05ition_papers/dcrive.hlm 1 1/14/2005 
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-Essentially derived varieties may be ^*SSi!SSS^£S!I^SSSSLA 

ASSINSEL interprets the definition given in the Convention as follows: ■ 
a) The technical aspects (matter of facts) 

Fo r a variety to be considered as essentially derived, it must fulfil threeir^ui^^ in 
SLSSSS \SSSSm white retaining me expression of the essentia, cnametenstlcs 
of Ihe initial variety: 

I. dear distinctness in the sense of the UPOV Convention 

ii . conformity to the Initial variety in the e^s^of ™ > «*»« tial 
characteristics that result from the genotype or combination or 
genotypes of the Initial variety 

iii. predominant derivation from an initial variety. ; 

If one of these requirements is notfulfilled. there is no essential derivation. ^ 

The methods of breeding that can be W^^l a ^i^2fr^^«^Se9 or ^ 
warietv (see the above-mentioned explanatory list) may differ from species to species or 

e^nwlSn a species. This may resiSt in different thresholds being required to L 

chaSSe eSStel derivation. Thus, conformity should he judged on a speoes-by- g 

species or even within a species oasis. j— 

m 

b) The juridical aspect 
The principle of dependence only exists in favour of a protected varieiy. This means Q 
that TjJ 
L the initial variety must be a protected one 

jj. dependence can only exist from one protected variety alone 

Iii an essentially derived variety can be directly derived from the 
■■ WW 3* 'or from a variety mat is itself JJJWJW* 
from the initial variety. It Is possible to hava a cascade of 
dsrtvatlon. However, eacn essentially derived vanety shall only be 
dependent on one, the protected Initial vanety. A cascade of 
25nden4 shall note**, the principle having been Modund £ 
better protect the Breeder of the initial variety and not those having 
made derivations from his work. 
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ASSESSMENT OF ESSENTIAL DERIVATION 

i 

The assessment of essential derivation needs to take into account the three criteria 
mentioned above: 

« dear distinctness in the sense of the UPQV Convention ; 
a conformity to the initial variety in the expression of the essential 

characteristics thBt result from Bib genotype or the combination of genotypes 

of the Initial variety 
« predominant de rivatlon from an initial variety. 

The first criterion will be decided upon by the office in charge of granting a right to the 
breeder of the variety, according to the UPOV rule of distinctness. 

The second criterion could be baaed on ratiable phenotypic characteristics , and/or on 
reliable molecular characteristics: either close relationship in general which could tod to 
?SnfaLty threshold" parallel to the minimum distance threshold used tor dst,nc*ess 
or only small differences in some simply inherited characteristics. If thisisocond ^non 
VSnSSLi as fulfilled, then, we have to assess the third one. which .s "predominant 
derivation from an initial variety". 

The third criterion, predominant derivation from an initial variety, jmpties that the i initial 
variety or products essentially derived therefrom have been used m the breeding 
process. 

In order to prove that use, various criteria or a combination thereof may be used: 

4* combining ability . - 

# phenotypic characteristics : 
-S molecular characteristics. <- -\ 

These criteria will have to be handled differently from their use for assessment of H 

distinctness. Whatever solution retained, one will probably have to us&distarwe ^ 

coeStsto define thresholds. Up to now, ASStNSEl has ^"teHy womed on g 

thresholds based on distances measured by molecular markers. Geneticists and ^ 

statisticians consider that technically it is equally p p **"* to measure distanc e g 

- ^r ^ntn - ^ina - Bhenotviwc marW H^ar lh» pS cesIwould probably be ,tnoi», £- 

gffi fXZ^l ifflich m 0 re r exDensive. .lyce^ity o se ver e. ^ 

£ S locations during several ye are HoweTer, if breeders preter to use morpno-oglcal 

ffiarkers Instead of molecular markers, that should be possible. p= 

inn 

The interest of using combining ability and the heterosis level will strongly depend on the 

crop. Thresholds will also be necessary. ^ 

The various ASSINSEL Sections are considering the establishment of jthresholds far 
characterization of essential derivation according to this following general pnnciple: ^ 

« One should propose, species by species, a first threshold «elow which a 

variety should beconsidered as non-essentially denved from an initial variety 
and a second threshold of conformity above which the new; vanety should oe 
considered as essentially derived, except if the breeder can prove, by clear 
evidence, that ha has started from independent germplasm. 
Between those two thresholds, the derivation could be disputable and the 
breeder of the putative essentially derived variety should have to give in 
case of amicable negotiation or arbitration, information an the : origin of the 
new variety. Should that information be unsatisfactory, the tribunal or of 
arbitrators/conciliators agreed on by both parties may request breeding 
records be provided tor their examination. 

1 1/14/2005 



' hl1p://www.worldsccd.org/[ , osition_papcrs/dciivc.htin 
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This approach may be^iagremmed as fellows: 
I 

} Zone gf non-derivation (Zone 1) 

i 

J 

_ Threshold No.1 
1 

\ Zone of uncertainty (Zone 2) 

J 

— Threshold Uo£ 

[ Zone of non-distinctness or of indisputable derivation (Zone 3) 



— 100% 
_Sca/9 of genomic conformity _ 



Some breeders are developing such scheme and call the zone No i green zone , t h 
which breeders would have freedom to operate. Zone No. 3 the red zone . .where the 
breSer would know, according to his breeding materials if his new variety r« "to^ 
esaentolly derived and dependent Zone No.2 is where there would be uncertainty and 
where seusslon may be appropriate. The threshold levels would be established fin* as 
2?S^^ ** tUrther modified according to the experience acqu.red In 

r the implementation of the scheme. 

r ! 

While this approach may be worthwhile, it also presents some obvious difficulties: 

i£ Breeders have so far been unable to agree on threshold levels for any 

^ Ivenlfthe thresholds adopted by the industry had merit, thiy will not 
v represent an absolute certainty and a court of law could pass judgment on 
other bases or guidelines. 

v ! 

Nevertheless, this approach does provide some frameworK in which breeders might 
proceed. 

CONSEQUENCES FOR THE BREEDERS 

The concepts of derivation and dependence do not. fortunately, abolisfc the "breeder's 
^rnotolV' which Is still stated In the 1 991 Act. However, "cosmetfc" ^provamBotflr 
BBS . wK could SHmes have allowed we creation of distinct variety in ma 
s ense or t he UPOV Convention, will no longer allow the creation of independent 
varieties The consequences for the breeders, the farm ers and biological diversity mote 
■ b roadly should be positive and will certainly impact trie breed er's work. 

a) Choice of the parents 

1 ; 

' Breeders should be certain of their legal access and freedom to use ai parent materials 

employed in their breeding programs. They would have to pay more atonfac >n to ttie 
results of their breeding work when working with protected varieties wdh.n the breeder s 
exemption". 

I b) Breeding methods 

Any conventional breeding method could, in theory, provide an essentially derived 

I bttp://v^^.worIdsced.org/Posttionj5npcr^derivc.htm 11/14/2005 

1 * I 

2 i 
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variety. Certain methods appear to give a higher risk of developing essentially derived 
varieties. Among these methods we include: 

& natural or induced mutations; 

X repeated backcrasses: (discussions still continue on the number of 

bSrosses which could lead to an essentially derived vanety As shown in 
the Prench text of the 1991 Convention, which is of ^nc^the J^onjrf 
the Convention had in mind at least two backcrosses, the word being wntten 
in plural. However, it must be noted '^tthe se ecbon pressere exerted after 
the backcross(es) can have an important effect on the firja result). 

« «ESS ar, & variety, for example the choice of clones in a synthebc 
variety; 

transformation by genetic engineering. 

c) Development of technical information 

Conformity thresholds for essential derivation, such as presented .above can I ^defined 
SnS? frame of professional agreement (which would be the solution) or. in a caae-by- 
oaSfbSfe in decisions by courts of law. In either case, thresholds w.l ^ to exist in 
the y<^ ahead. To know their freedom to operate In relator to such thresholds, 
breeders will need: 



4> 



a good knowledge of the range of pnenoty pic, molecular and physiological 
variability of varieties present in the market, 

to know me phenotypic. molecular and P^yEiologlca! profiles of meir gen^c 
material and their experimental varieties, as well as their breeding histories 
and documentation of legal access. 



Breeders will need to employ the tools necessary for assessing such ijj^ 'nJJ' 
research programs. Such tools will not only be used tor jhe * P^lor, of Intellectual 

properly, but should also promote improvement of breeding efficiency. ! 

d) Keeping of breeding books <; 

; > 

Confonnity thresholds only, at least m the zone of unoerta l$ T 

allow a decision on derivation and dependence. In case of litigation. information on ^ 

oarentei material and breeding methods wifl be needed. Thus breeders will need to g 

Stain dear and accurate breeding records. We encourage breeder to seek W 

SWtent^ofesslonal legal advkafon the best ways to develop and imamtam these rj 

important records. ^ 

! O 

■ % 



' http://www.world.seed.org/Position_papers/dcrivc.hnn 11/14/2005 

. i 

PAGE 20/36 1 RCVD AT 12/1912005 4:38:58 PM [Eastern Standard Time] ' SVR:U8PTO-EFXRF-6/30 * DNIS:2738300 • CSID:5152881338 • DURATION (mm-ss):11-04 



12/19/05 MON 16:45 FAX 5152S8133S 



MCKEE VOORHEES & SEASE 



13021 



12/O9.'06 FRI 15:48 FAX 51S 334 8883 PIONEER HI-BHED DSM ZARLEY LAW @1042 

Pa°c 1 of 1 

Essentially Derived Variety 



yvh^t is an " F^ntiatlv Derived Variety.^ 

The concept of essentially derived variety was Introduced into the 1991; Act of the UPOV 

SSSnSfr border to a^djlMadgAa^ m ^°'- m ^ le h b ^^g fl 
fill the gap between PlantBwSBSaEft^ patents gap wh.cn w» tacom ng 
important due to the development of the use of patented genetic traits .fi genetic 
engineering. 

An essentially derived variety is a variety which is distinct and predominantly derived 
torn z f protected initial varied while retaining the essential charade r.sdcs of .hat m.hal 
variety. 

As indicated as an example In the UPOV Convention, essentially derived varieties may 
be obtained by the selection of a natural or induced mutant * of a sonwdonal variant, 
the select** of a variant individual from plants of the initial variety, baefc-crossing, or 
transformation by genetic engineering. 

The commercialization of an essentially derived variety needs the authorization of the 
owner ot the rights vested in the initial variety. 

Tne concept of essentially derived variety does not at all abolish the Brieeder'a 
Exemption, as free access to protected plant varieties for breeding purposes * 
maintained. It is not a threat to biodiversity. On the contrary, h favors biodiversity, 
encouraging breeders developing and marketing original varieties. 
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